
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United SUtes Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
RO. Box 1450 

Alexandria, Viigima 22313-1450 
www.usplO.gov 



APPUCATION NO. 



FILING DATE 



RRST NAMED INVENTOR 



ATTORNEY IXKKET NO. 



CONTIRMATION NO, 



09/286,794 



04/06/1999 



MARK E. BAER 



7590 



10/23/2003 

MARSHALL OTOOLE GERSTEIN MURRAY & BORUN 
6300 SEARS TOWER 
233 SOUTH WACKER DR 
CHICAGO, IL 606066402 



28076/SV703A 



5439 



EXAMINER 



BLOUNT, STEVEN 



ART UNIT 



PAPER NUMBER 



2661 

DATE MAILED: 10/23/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 



ner ^ 



Group Aft Unit ^ 



— ITie MAIUNG DATE of this communication appears on the cover sheet beneath the correspondence addmss— 
Period for Reply 

ASHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^ MONnrH(R) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be availat)le under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing dale of this communication. 

- (f the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status / /i / 

S[ Responsive to communicatlon(s) ftfechen ^Tx^^iJie^ a^cu>^v^ ^^^y ^ ^/ rL^ ^y^^ 

□ This action 1 



e to communicatlon(s) f^^Jh^M t^^tA.^^ ^/ ^r t^O)^ 

I Is FINAL ^ U ' 

□ Since this applicaUon Is in condition for allowance except for fonmal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayfe, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 

aaim(s) 



_-is/are pending in the application. 



Of the above claim(s) , _ ^ , is/are wrthdrawn from consideration. 

□ Clalm(s) : , i3/are allowed. 

^Claim{s) 

[ 4s/are rejected. 

□ Claim(s) . _ 43/3^© objected to. 

□ Claim(s) _ . _ subject to restriction or election 

requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on„ is □ approved □ disapproved. 

□ The drawing(s) filed on_ is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The.oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 11 9 (a)-(d) 

I 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-{d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Q0rtified copies not received: 

Attachment(s) 

ni Infomiation Disclosure Statement(s). PTO-1 449, Paper No(s) l^nterview Summary. PTO-413 

□ Notice of Reference(s) Cited. PTO-892 □ Notice of Infomial Patent Application. PTO-1 52 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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EXAMINER 
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DATE MAILED: 

EXAMINER INTERVIEW SUMMARY RECORD 



AJI participants (appiicant, applicant's representative, PTO personnel): 



(1). 



(3). 



(2)- 



(4). 



Oate of Interview 



Type: ^Telephonic □ Personal (copy is given to □ applicant □ applicant's representative), 
Extilbit shown or demonstration conducted: □ Yes No. If yes, brief description: 



PAPER NUMBER 



Agreement □ was reached with respect to sorne or ali of the daims in question. RT was not reached . 
Claims discussed: l ^ O , 



Identification of prior art discussed: (Hj6»JC* 



Description of the general nature of what was agreed to if an agreement was reached, or any other comments: 



(A fuller description, if necessary, and a copy of the amendments, if available, which the examiner agreed would render the daims allowable must be 
attached. Also, where no copy of the amendments which would render the daims allowable is available, a summary thereof must be attached.) 

□ 1 . U is not necessary for applicant to provide a separate record of the substance of the Interview. 

Unless the paragraph below has been checked to Indicate to the contrary. A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION IS NOT 
WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW (e.g.. items 1-7 on the reverse side of this form). If a response to the last Office 
action has already t>een filed, then applicant Is given one month from this Interview date to provide a statement of the substance of the interview. 

□ 2. Since the examiner's interview summary above (including any attachments) reflects a complete response to each of the objections, rejections and 

requirements that may be present In the last Office action, and since the daims are now allowable, this completed form is considered to fulfill the 
response requirements of the last Office action. Applicant Is not relieved from providing a separate record of the substance of the inter^'iew unless 
tx?x 1 atx3ve is also checked. y ^/ 

4^^S^-ruj^Sr=^ 

PTOL-413 (REV. 2 -93) Examiners Signature 

ORIGINAL FOR INSERTION IN RIGHT HAND Ft_AP Of^ FILF Vv^RAPPER 
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Art Unit: 2661 



DETAILED ACTION 



1. The finality of the previous Office Action is hereby withdrawn, and prosecution is 
reopened. If the applicant would like to arrange an interview with the Examiner, they can reach 
Steven Blount at 703 - 305 - 0319. The Examiner would like to remind the applicant that he 
(Steven Blount) is an Assistant Examiner, and thus lacks signatory authority. Therefore, he 
cannot agree to the allowability of any of the claims, but can only discuss the rejections which 
were made in the previous action and listen to any suggestions or ideas fi'om the applicant. 



2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

3. Claims 49 - 67 are rejected under 35 U.S.C. 1 12 first paragraph for failing to contain a 
specification that contains a written description of the invention that enables a person skilled in 
the art to make and use it. 

Initially, it is noted that in support for the claims, applicant has relied upon both figures 
(and the embodiments as described in the specification) 1 and 4. On page 2 of the "Response to 
the office action dated June 6, 2001" (paper number 10), applicant states: 

"The applicant is unsure how the examiner is lead to believe that the surface geometry is 
exclusively on the outside of the shaft because this language is clearly not present in claim 29 
and a brief review of the drawings of the case reveals that the surface geometry could either be a 



Claim Rejections - 35 U.S.C. § 112 
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compartment in the shaft as shown in FIGS. 4 - 6 or could be on the outside of the shaft as shown 
in FIGS. 1-3. The limitations recited in claim 29 are intended to cover at least the configurations 
shown in the drawings." 

The following are the basis for the 112 first paragraph rejection made above. After stating 
a reason for the rejection, the examiner has required that applicant answer each question that has 
been asked. Each question has been drawn to claim 49, but applies to claims 57 and 62 as well, 
since these claims are the same with respect to the important claim elements. 

A. Claim 49 lacks support with respect to the different geometries claimed, no 

support being found in figure 4 and the written description. Where is there support for a) a motor 


shaft having a non-circular cross-section (lines 3 - 4), and b) where is there support for the shaft 
extension having a surface geometry different (second, line 7) fi-om the motor sha^, in 
combination with the motor shaft having a non-circular cross-section ? 

If applicant believes that the area inside member 1 13 where shaft 130 is presumably 
inserted is inherently of a non-circular geometry by virtue of the fact that shaft extension 130 fits 
into it, the examiner would respond that it is likely that it has a non-circular geometry, but not 
certain. All that is stated on page 9, lines 4+ is that "The end of the motor shaft 1 13 is machined 
to receive a shaft extension 130". More importantly, as claim 49 now stands, what is claimed is 
"providing a motor shaft having a first end with a first surface geometry comprising a non- 
circular cross section... engaging a shaft extension comprising a first end having a second surface 
geometry...". The surface of 1 13 is apparently circular, so how do we know that its interior is of 
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a non-circular cross section ? Where is there evidence that it is of a different geometry than that 
of member 130 ? If anything, it is most likely the same as 130. 

B. The examiner believes that the invention as shown in figure 4 would not work. On 
pages 8 - 9, it is stated that "A hex nut 125 is threaded onto the end of the motor shaft 1 13 to 
retain the washer 115, 120, the impeller 45, and the spacer 1 10 axially onto the shaft 113." If this 
is correct, then if it is threaded onto the shaft, how can it rotate (which is required if it is threaded 
onto the shaft) with the shaft, as well as apply pressure to retain the washer, impeller, and spacer 
in place at the same time ? 

C. The examiner believes that the description of the invention, as shown in figures 1 
and 2 upon which applicant relies for support, is inconsistent. With respect to figure 1, washers 
40 and 50 are shown to be sandwiched together. However, in figure 2, the impeller 45 is shown 
to be sandwiched between members 40 and 50. Please explain. 

D. Claim 49 lacks ^ugportj^ith respect to the different geometries claimed, no 
support being found with respect to figures 1 and 2 and the written description. In figure 2, where 
is the first end with a first surface geometry comprising a non-circular cross-section? If it is the 
area at 35, it is difficult to base the entire surface geometry based on only two points, as this term 
of art implies the entire surface. More importantly, where is the shaft extension taught to be 
comprised of a surface geometry of a non-circular cross section, as required by line 8 of claim 
49? Certainly not in figure 2, certainly not in figure 1, and it is certainly not taught in pages 6 - 7. 
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E. Claim 49 lacks support in the written portion of the specification. If, as required 
by lines 7+ of claim 49, the shaft extension is engaged with the first surface geometry of the first 
end of the motor shaft (presumably at the locus between members 35 and member 55 in figure 1), 
then, as shown in figure 2, how can the motor shaft extension be installed "into abutment with 
the second washer 50" (page 6, lines 7+ of the written portion of the specification) ? Although it 
is theoretically possible that you could have the "bumps" 35 be so long that the keyed portions of 
the inner circles in members 40, 45, and 50 are all tangent with the bumps when installed and 
then member 55 is also installed so that it is also tangent with the bumps, this seems very 
unlikely and almost inconceivable, since there is not shown (or taught elsewhere) that there is a 
keyed portion in member 55 as well as the other members. 

F. It appears that applicant is referring to the embodiment shown in figure 4 for 
support for the claims, as claim 52 states "wherein the first surface geometry defines a 
compartment within the motor shaft". If applicant is relying on figure 1, then please show where 
there is support for the compartment in figure 1 . 

Claim Rejections - 35 U.S.C. § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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5. Claims 49, 52, 57, and 60 are rejected under 35 U.S.C. 103(a) as being obvious over U.S. 
patent 6,254,349 to Haugen et al. 

With regard to claim 49, note that, in figure 3, motor shaft 44 has impeller 14 installed 
"onto" it via shaft extension 42, proximate the first end. Note that although a "fan" impeller is 
not mentioned in the written portion of the specification of USPN 6,254,349, impellers are 
commonly known to be associated with fans, as is evidenced by the prior art figure 1 . Note also 
that the use of the phrase "onto" is properly read to include "not touching" as shown in figures 1 
and 4 of the application, as well as being a proper term of art. See also applicants cancellation of 
the phrase "mechanically coupled to" and replacement with "installed on" with respect to claim 
49. With regard to claim 52, see the compartment 68 in figure 6. With regard to claim 57, see the 
rejection of claim 49 above and note that the apparatus limitations are also present in the method 
of assembly. With regard to claim 60, see the rejection of claim 52 above. 



9:00 am to 5:30 P.M. Monday through Friday. His phone number is (703) 305-0319. 
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